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2002, please consider the following request for reconsideration of the Petition for 
Revival Of An Application For Patent Abandoned Unintentionally Under 37 CFR 
1.137(b). 





Stefanie Howell 
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PETITION INCLUDING PROOF OF PERTINENT FACTS 



On 03 June 1999, applicant filed international application PCT/US99/ 12433, 
which claimed priority of an earlier application filed 03 June 1998. A Demand for 
international preliminary examination, in which the United States was elected, was 
filed prior to the expiration of nineteen months from the priority date. Accordingly, 
the thirty-month period for paying the basic national fee in the United States expired 
at midnight on 03 December 2000. 

On 01 December 2000, applicant filed a transmittal letter for entry into the 
national stage in the United States accompanied by the requisite basic national fee 
and a power of attorney executed by inventor Clifford Hersh. The present 
application includes both Clifford L. Hersh and Herbert W. Sullivan as inventors. 
Herbert Sullivan was a primary founder of the assignee company. Prior to filing the 
PCT application, Mr. Sullivan passed away. Accordingly, the filing documentation 
for the PCT listed Joan Todd as the legal representative of Herbert W. Sullivan, 
inventor, along with Clifford Hersh, also listed as applicant and inventor. 
Accordingly, Clifford Hersh and Joan Todd were applicants for the United States 
only. Clifford Hersh holds the position of chief scientist for the assignee company. 

A missing requirements notification, including a notification of a defective 
oath or declaration, was mailed rejecting the declaration for not identifying the 
citizenship of each inventor pursuant to 37 CFR 1.497(a) as well as the city and state 
or city and foreign country of residence of each inventor pursuant to 37 CFR 1.63. 
Newly executed declarations were filed in response to the missing requirements 
notification listing Clifford L. Hersh as first named inventor. These newly executed 
declarations were filed for Joan Todd (representing inventor Herbert W. Sullivan) 
and Clifford L. Hersh as separate declarations, the residences and countries of 
citizenship of both parties set forth in the separate declarations. Applicant believed 
in good faith that these declarations were in compliance with 37 CFR 1.497(a) and 
1.63, since applicants corrected the previous omission of the residence and country 



{00072557vl}2 



of citizenship with respect to Mrs. Todd. These declarations were deemed as not in 
compliance with 37 CFR 1.497(a) for failure to list both applicants on both 
declarations, set forth in a notification of a defective response, including a 
notification of a defective oath or declaration. 

The present application was abandoned by the Elected office for failure of 
applicants to respond properly to the notification of a defective response, according 
to the original mailing date of the notification of missing requirements on January 
11, 2001. A Petition For Revival Of An application For Patent Abandoned 
Unintentionally Under 37 CFR 1.137(b) was submitted on October 19, 2001, 
including another newly executed declaration from Clifford L. Hersh and the 
previously submitted declaration from Joan Todd (representing Herbert W. 
Sullivan). 

The declaration signed by Clifford L. Hersh was a separate declaration, 
executed on October 11, 2001, labeled pages 3 and 4. The declaration listed Clifford 
L. Hersh as first inventor and Herbert W. Sullivan as a second inventor, with a 
notation in the inventor's signature line that the "signature of Joan Todd 
(representative of Herbert Sullivan), along with her address and citizenship appear 
on page 2 of declaration/' The last known address and country of citizenship of 
Herbert Sullivan appears in the area for "name of second inventor" on the 
declaration of Mr. Hersh. 

The previously submitted declaration signed by Joan Todd on January 30, 
2001 was labeled pages 1 and 2. The declaration listed Clifford L. Hersh as first 
named inventor in the space provided therefor. Applicant believed that the 
submission of the four pages as a whole constituted a complete reply to the 
outstanding Notification of a Defective Oath or Declaration mailed on February 23, 
2001. The PCT Legal Office did not grant the petition for revival, noting that 
applicants did not submit a compliant declaration. 
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Sometime between Joan Todd's (representing inventor Herbert W. Sullivan) 
signing of the declaration and the present, Mrs. Todd passed away. A repeated lack 
of response from Mrs. Todd, resulting in unintentional abandonment of the present 
application, brought about an inquiry as to Mrs. Todd's status. Applicants filed the 
previous Petition for Revival and four page declaration under the good faith belief 
that the documents would satisfy the defects noted in the Missing Notification of 
Defective Oath or Declaration. 

The PCT Legal Office has been contacted on various occasions in order to 
attempt to resolve the issues with respect to the claimed defective oath or 
declaration. A telephone conference with Derek Putonen on June 28, 2002, resulted 
in a confirmation that the declaration of Clifford L. Hersh is acceptable, but that of 
Joan Todd is defective for listing Mr. Hersh as the first inventor, and then listing 
Herbert Sullivan in the first inventor block, the second signature block being blank. 
This telephone conference further resulted in a recommendation to utilize 37 CFR 
1.47(a) regarding unavailable inventors. However, the same telephone conference 
ultimately ended with a referral to another source in the PCT Legal Office with more 
familiarity of oath and declaration details. A telephone conference with Boris Milef 
on July 12, 2002 resulted in a similar confirmation that only Joan Todd's declaration 
is defective and that 37 CFR 1.47(a) should be utilized to resolve this issue. 

Mrs. Todd is no longer available to re-execute a new declaration. Applicant 
submits that the single declaration by Clifford L. Hersh, filed as pages 3 and 4, 
executed on October 11, 2001, satisfies the requirements of oaths or declarations 
pursuant to CFR 1.497(a) and 1.63. Applicant respectfully submits that such 
declaration, a copy of which is attached hereto, further complies with the 
requirements under CFR 1.47(a). Moreover, the PCT Legal Office, through various 
conversations with our office, has confirmed that Mr. Hersh' s declaration is not 
defective. 

CFR 1.47(a) provides that "application may be made by the other inventor on 
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behalf of himself or herself and the nonsigning inventor' 7 if a joint inventor cannot 
be found or reached after diligent effort. In this case, both Herbert W. Sullivan and 
his legal representative Joan Todd have passed away. A series of attempts to contact 
Joan Todd went unanswered, resulting in the discovery that Mrs. Todd was 
deceased. Accordingly, diligent efforts to reach Mrs. Todd were made. In 
accordance with the requirement that the last known address of the nonsigning 
inventor be provided, both Herbert W. Sullivan's last known address has been 
provided on the declaration including Mr. Hersh's signature. With respect to the 
requirement that a petition including proof of the pertinent facts be provided, 
Applicant respectfully requests that the present facts and discussion section be 
regarded as proof of the pertinent facts. 



In view of the foregoing, Applicant respectfully submits that the declaration 
executed by Clifford L. Hersh on October 11, 2001 complies with CFR 1.63 and 
1.497(a). Accordingly, a decision in favor of a revival of the present application is 



If the Examiner believes that a conference would facilitate prosecution of this 
application, the Examiner is invited to telephone Applicant's representative, 
undersigned, at the number set out below. 



CONCLUSION 



respectfully requested. 



Respectfully submitted, 
Clifford L. Hersh 




Carr & Ferrell LLP 

2225 East Bayshore Road, Suite 200 

Palo Alto, California 94303 

Phone (650) 812-3442 

FAX (650) 812-3444 
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